5 




United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.iiSplO.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/954,766 



09/18/2001 



24041 7590 05/12/2005 

SIMPSON & SIMPSON, PLLC 

5555 MAIN STREET 

WILLI AMSVILLE, NY 14221-5406 



Anthony J. Mancuso 



ELRP:101_US_ 



8533 



EXAMINER 



NGUYEN, JOHN OUOC 



ART UNIT 



PAPER NUMBER 



3654 

DATE MAILED; 05/12/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

09/954.766 


Applicant(s) 

MANCUSO ETAL 


Examiner 

John Q. Nguyen 


Art Unit 

3654 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
afler SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)K Responsive to connmunication(s) filed on 17 March 2005 , 
2a)S This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for fonmal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) M Claim(s) 1-12 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfomi PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0- 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim6 is rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 6 recites the limitation " means for effecting a pivoting movement". There is 
insufficient antecedent basis for this limitation in the claim. 

All claims should be revised carefully to correct all other deficiencies similar to the 
ones noted above. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-6 and 9-1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Welp et al (US-5518199). Note the coil reel hold-down device comprising arm 13 
having first and second sections as claimed. The arm is pivoted to the "base plate" 1 1 
secured to a floor via member 9 and the frame of the machine and being moved by a 
cylinder device to engage wheel/roll 15 with the roll 3. The angle between the first and 
second sections of arm 13 is about 120 degrees. 

Claims 7, 8, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Welp et al (US-551 81 99). The particular type of cylinder used to pivot the arm of 
Welp et al and the part5icular angular range of movement of the arm would have been 
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obvious design considerations to one of ordinary skill for reasons presented previously 
in the prosecution of the application. 

Applicant's arguments filed 3/17/05 have been fully considered but they are not 
persuasive. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., "is in contact with the floor and fastened to the floor") are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 

It is deemed that the "base plate" 1 1 is "operatively arranged to be secured to a 
floor" as noted in the rejection above. The claim does not preclude the presence of 
other elements in between the base plate and the floor. 

In this art, the word "secured" usually means "attached in some manner" unless it 

is further qualified. For example, Butterworth (US-6547909) uses the description 

"rotatably secured" to specifically describe rotatable element 126 (columnll, line 5-6) 

and Slezak (US-6691945) uses the description "non-rotatably secured" to specifically 

describe the connection of elements 13 and 14 (column4, lines 39 and 66). Therefore, 

the claimed limitation "operatively arranged to be secured to a floor" is deemed to be 

anticipated by Welp et al as noted in the rejection. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Q. Nguyen whose telephone number is (571) 272- 
6952. The examiner can normally be reached on Monday, Tuesday, Thursday, and 
Friday, from 7:00 AM to 4:30 PM. The examiner can also be reached on alternate 
Wednesdays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Katherine Matecki, can be reached on (571) 272-6951. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

John Q. Nguyen 
Primary Examiner 
Art Unit 3654 




